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BEMARKIS 

niaiTWB 1-23 aie pending m fhe present application. Claim 20 has b&en amended to 
correct an obvious typograpMcal error. No aew matter has been introduced by this 
amendment Reconsideration and allowance of the claims is respectfully requested in view 
of the above amondment and the foUowing remarks. 

Qb iection to Claim 20 

Claim 20 has been amended to replace the objected to typographical error in the 
degree symbol. Applicants submit that the amended claim 20 has overcome this objectioa 

riaim Rejectio ns Tinder 35 U.S.C. 6 103fa^ 

Claims 1-23 stand rejected under 35 U.S.C. § 103(a), as allegedly unpatentable over 
Ishida et al (U S 5,571,854) in view of Bcrchem et al (U S 43098.770) and Waitkus ct «1 (U S 
4,626,569)„ Applicants lespectftdly traverse iMs rejection. 

Applicant has developed the first economical and efiective binder composition that 
uses a spray dried phenolic resole resin with a phenolic crystalline compound having two or 
more hydioxyphenyl groups which imexpectedly have good hot flow propertiiea that allow it 
to be used in the preparation of molding composition without the need for the use of phenolic- 
novolao resms and amine catalyst. Unlike the prior art composition such as that taught by 
Waitkus et al which irehes upon the use of a "lun^i" phenolic resole resin that is prepared by 
a solid pan cooling method which produces a sticky agglomerated mass over a short period of 
time in storage due to inadequate moisture removal. Consequently the Ivanp resin in 
Waitkus, which typical m^de with a formaldehyde to phenol mole ratio equal to 
approximately 1.25, is very difiSicult to produce and must be made in small batch due to the 
requiremCTt for veiy rapid disehaige of the hot molten resole xesin from Ihc reaction vessel. 
Moreover, Waitkus, requires that the lump resole resin be combined with a phenolic novolac 
resin and an amine catalyst to be able to achieve the necessary flow properties for a molding 
composition. The spray dried phenolic resole taught by applicant, can be produced in high 
volume comnnercial spray drying oqiripment usmg a fonnaldehydo to phenol mole ratio 
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typically equal to about 2.0 and which when used with the crystalline phenolic compound 
will give good flow properties without the need for use of phenolic novolacs and amine 
catalyst. 

The reference of lahida et al discloses the conventional use of a pbenolic novolac 
lesin and a amine catalyst to make the composition thecmosettmg for use as a molding 
composition which also contains a crystalline phenolic composition with a Bisphenol 
compound or derivatives which contain three or four benzene rings. Ishada does not teach or 
suggest much less *1inply** that the novolac lesin which is required in foimins the molding 
composition can he replaced by a phenolic resole resin, much less a spray dried resole resin, 
to give acceptable hot flow proportiea for use as a molding compoaiton when combined with 
a crystalline phenolic compound having two or more hydroxyphewnol groups as m the rnstant 
claimed invention. 

The Bxaminer has relied tqson the le&rence of Berchcm et al to overcome the 
deficiency of laihida to allegedly teach s^licant novel use of a spray dried resole in a molding 
composition. Berchem et al discloses the conventional method of prepare commercial spray 
dried phenolic resins that have commercial utility when used hi thennosetthig adhesives for 
an entirely different use as an adhesive for waferboaid, plywood, etc. This use for wood 
adhesive is very different fiom the use as a molding composition in Ishida. There is no 
teaching or suggestion in Berchem that a spray dried phenolic resole which has poor flow 
properties due to its high mole ratio of formaldehyde to phenol resm should be used in 
replacement of the novolac resin required in Khida for a totally different and nonanaloguos 
use m the art, much less suggest that the proposed replacement would result in acceptable 
flow properties contrary to the general understanding of those skilled in the art that liie mole 
ratio of phenol to foitnaldehydc required for making spray-dried resoles would not give 
acceptable flow properties for molding compositions. 

The Examiner has also amgat to rely upon the teaching of Waitkius, as discussed 
above, to suggest the use of a spray dried phenolic resole resin in combination with the 
crystalline phcsnolio composition that applicant has unexpectedly found will unpart 
acceptable flow properties to the resole resin for us© as a molding con^osition. Waitkus 
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teaches the maaufacture and use of a very different "lump resole resin/' wliich is much 

different in properties ftom the instant spray dried resole, and only uses the resole 

in conjunction with a conventional novolac resin and amino catalyst. Waitkus can not be said 
to teach or suggest the use of spray dried resole resin replacement for the novolac resin and 
catalyst m the molding composition of Isaida with a resole resin, much less a spray dried 
resole, without requirmg a need for novolac resin to give the necessary flow properetiea. 
Waitkus always requires the use botii of its tump resole resin with a novolac and amine to 
give an acceptable molding con^osition. 

Applicant is the first to recognize that an economically and commercially produced 
spray dried phenolic resole resin, which has inherently poor flow properties due to its high 
phenol fomialdehyde molar ration, can be successfully used in a molding composition when 
used with crystalline phenolic conqjounds. For an obviousness rejection to be proper, the 
Examiner must meet the burden of establishing a prima facie case of obviousness. In re Fine, 
5 U.S J,Q,2d 1596, 1598 (Fed Cir. 1988). EstabHshing aprima 6cie case of obviousness 
requires that all elements of the invention be disclosed in the prior art, that the prior art relied 
upon, coupled with knowledge generally available in the art at the time of the invention, 
contain some suggestion or incentive that would have motivated the skilled artisan to mocify 
or combine the references; and that the proposed modification of the prior art had a 
reasonable expectation of success, det^nnined fromlfae vantage point of the skilled artist^ at 
the time the invention was made. Amgen v. Chugai Pharmaceuticalse Co., 927 U,S,RQ.2d, 
1016. 1023 (Fed, Cir. 1996), In re Wilson, 165 U.S.P.Q. 494, 496 (C.C.P.A 1970). 

It is respectfuUy submitted that the Examiner has not shown the use of a spray dried 
resole resin with a ciystalhne phenoUo compound foruse as a molding component, much less 
the motivation for one skilled in the art to make the proposed combination of the teaching of 
the references and fheiefbire has not meet the burden of establishing a prima fade case of 
obviousnfiss. 
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It is believed that the foregoing amendments and remarks flilly comply with tho 
OfQce Action and that the claims herein are in condition for allowance. Accordingly, 
reconaideradon and allowance is respeotfhlly requested. 

If there are any additional charges with respect to this Amendment or otherwise, 
please charge Ihem to Deposit Account No. 06-1 130. 



Date: June 14, 2004 
CANTOR COLBURN LLP 
55GrifQnRoad South 
Bloomfield,CT 06002 
Telephone (860) 286^2929 
Facsimile (860) 286-0115. 
Customer No.: 23413 



Respectfully submitted* 



CANTOR COLBLIRN LLP 
Appliossnt's Attorneys 
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